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PATENT 
(100647-3845) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicants : Moy et al 

Serial No. : To be assigned 

Filed : April 20, 2001 

For : Process for Producing Single Wall Nanotubes Using Unsupported 

Metal Catalysts and Single Wall Nanotubes Produced According to 
this Method 

Group Art Unit : To be assigned 

Examiner : To be assigned 

919 Third Avenue 

New York, New York 10022 

37 C.F.R. 1.604(a) REQUEST FOR 
AN INTERFERENCE WITH AN APPLICATIONfS) 

Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

I. 37C.F.R. 1.604faVn 

Applicants propose the following count, which is comprised of the independent claims of 
the present application: 

Claims 24 or 39 of the Moy application 

It should particularly be noted that, pursuant to the Commissioner's opinion in Orikasa v. 
Oonishi, 10 U.S.P.Q.2d 1996 (Comm'r 1990), it is appropriate to use a count of this type where 
the recited claims are in different statutory classes so long as the subject matter recited in the 
various claims is not patentably distinct. 

In addition, as noted in Section IV of this request, a proposed form PTO-850 is submitted 
herewith as Exhibit B for the Examiner's convenience. 
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II. 37 C.F.R. 1.604(a)(2) 

Applicants have, with some minor changes, virtually copied their claims 24-39 of the 
present application from claims 1, 3, 8-11, 13-14, 16-17, 21, 24, 26, and 28-30 of the Smalley 
PCT/US99/25702 (hereinafter, Smalley '702 PCT). The Smalley '702 PCT identified four U.S. 
applications as its priority applications: Serial Nos. 60/106,917, 60/1 14,588, 60/1 17,287, and 
60/161,728. Thus, it follows that the copied and other related claims from the Smalley '702 PCT 
must also be present in any one or all of those U.S. patent applications. However, under 37 
C.F.R. 1.11, patent application files are not open to the public until after a patent issues. Thus, 
Applicants are unable to identify with absolute certainty which claims from which of Smalley' s 
U.S. applications correspond to the proposed count. 

At best, Applicants identify all four Smalley U.S. applications (Serial Nos. 60/106,917, 
60/1 14,588, 60/1 17,287, and 60/161,728) as containing claims which would correspond to the 
proposed count. Applicants also identify the following claims from the Smalley fi 702 PCT as 
defining the same patentable invention as Moy claims 24-39: 

Claims 1-3, 8-31, 46-54 of the Smalley '702 PCT. 

HI. 37 C.F.R. 1.604(a)(3) 

Where two or more parties claim the same patentable invention, an interference should be 

declared to determine the patentability and priority of invention between the two parties. 35 

U.S.C. 135; 37 C.F.R. 1.601(i). Claims covering the same patentable invention are defined in 

accordance with the following rule: 

Invention "A" is the same patentable invention as an invention "B" 
when invention "A" is the same as (35 U.S.C. 102) or is obvious 
(35 U.S.C. 103) in view of invention "B" assuming invention "B" 
is prior art with respect to invention "A". Invention "A" is a 
separate patentable invention with respect to invention "B" when 
invention "A" is new (35 U.S.C. 102) and non-obvious (35 U.S.C. 
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103) in view of invention "B" assuming invention "B" is prior art 
with respect to invention "A". 



37 C.F.R. 1.601(n). Here, Applicants, with some minor changes, have virtually copied claims 1, 3, 
8-11, 13-14, 16-17, 21, 24, 26, and 28-30 from the Smalley '702 PCT. Thus, each of these claims as 
well as others from the Smalley '702 PCT are the same or obvious in view of a corresponding claim 
from the Applicants' claims. 

A claim chart illustrating a side by side comparison how the various copied and other 
related claims 1-3, 8-31, 46-54 from the Smalley '702 PCT are the same or obvious in view of 
Applicants' claims 24-39 is attached as Exhibit A. 

IV. SUBMISSION OF PTO FORM 

Submitted herewith as Exhibit B for the convenience of the Examiner is a proposed form 



PTO-850. 



Respectfully submitted 



KRAMER LEVIN NAFTALIS & FRANKEL LLP 
Attorneys for Applicants 




Barry Evans V 
Reg. No. 22,802 
Albert B. Chen 
Reg. No. 41,667 

Kramer Levin Naftalis & Frankel LLP 

919 Third Avenue 

New York, New York 10022 

(212)715-9100 
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Form PTO-850 U.S. DEPARTMENT OF COMMERCE 

PATENT AND TRADEMARK OFFICE 

INTERFERENCE INITIAL MEMORANDUM 


EXAMINERS INSTRUCTIONS: This form need not be typewritten. Complete the items below and forward to the Group Clerk 
with all files including the benefit of which has been accorded. The parties need not be listed in any specific order. Use a 
separate form for each count. 

(See MPEP 2309.02) 


BOARD OF PATENT APPEALS AND INTERFERENCES: An interference is found to exist between the 
following cases: 


This is count 


1 of 1 count(s) 


1. NAME 

Moy et al. 


SERIAL NO. 


FILING DATE 
April 20, 2001 


PATENT NO., IF ANY 


The claims of this party which correspond to this count 
are: 

24, 25-38, 39 


The claims of this party which do not correspond to this 
count are: 

None 


* Accorded benefit of: 


COUNTRY 


SERIAL NO. 


FILING DATE 


PATENT NO., IF ANY 


U.S.A. 


08/910,495 


August 4, 1997 














2. NAME 

Smalley et aL 


SERIAL NO. 
60/106,917 


FILING DATE 
November 3, 1998 


PATENT NO., IF ANY 


The claims of this party which correspond to this count 
are: 


The claims of this party which do not correspond to this 
count are: 


^Accorded benefit of: 


COUNTRY 


SERIAL NO. 


FILING DATE 


PATENT NO., IF ANY 




















3. NAME 

Smalley et aL 


SERIAL NO. 
60/114,588 


FILING DATE 
December 31, 1998 


PATENT NO., IF ANY 


The claims of this party which correspond to this count 
are: 


The claims of this party which do not correspond to this 
count are: 


* Accorded benefit of: 


COUNTRY 


SERIAL NO. 


FILING DATE 


PATENT NO., IF ANY 


























4. NAME 

Smalley et al. 


SERIAL NO. 
60/117,287 


FILING DATE 
January 26, 1999 


PATENT NO., IF ANY 
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The claims of this party which correspond to this count 
are: 


The claims of this party which do not correspond to this 
count are: 


* Accorded benefit of: 


COUNTRY 


SERIAL NO. 


FILING DATE 


PATENT NO., IF ANY 




















5, NAME 

Smalley et al. 


SERIAL NO. 
60/161,728 


FILING DATE 
October 27, 1999 


PATENT NO., IF ANY 


The claims of this party which correspond to this count 
are: 


The claims of this party which do not correspond to this 
count are: 


*Accorded benefit of: 


COUNTRY 


SERIAL NO. 


FILING DATE 


PATENT NO., IF ANY 










If a claim of any party is exactly the same as this count, it should be circled above. If not, type the count in this 
space (attach additional sheet if necessary): 


Explanation of why each claim designated as corresponding to the count is directed to the same patentable invention 
as the count: 

The count is the union of independent claims designated as corresponding to the count. 


*The serial number and filing date of each application the benefit of which is intended to be accorded must be listed. 
It is not sufficient to merely list the earliest application necessary for continuity. 


DATE 


PRIMARY EXAMINER 


TELEPHONE No. 


ART UNIT 


NOTE: 

FORWARD ALL FILES INCLUDING THOSE 
BENEFIT OF WHICH IS BEING ACCORDED. 


GROUP DIRECTOR SIGNATURE (if required) 
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